Appln No. 10/680,045 

Amendment dated May 28, 2008 

Reply to Office Action dated February 28, 2008 

Docket No. BOC9-2003-0032 (401) 

REMARKS/ARGUMENTS 

These remarks are made in response to the Office Action of February 28, 2008 
(Office Action), and are concurrently filed with a Request for Continued Examination 
(RCE). The Examiner is expressly authorized to charge any appropriate fees regarding 
this Application to Deposit Account No. 50-095 1 . 

Claims Rejections - 35 USC § 112 

Claims 1-19 and 21 were rejected under were rejected under 35 U.S.C. § 112, first 
paragraph, as failing to comply with the written description requirement. More 
specifically, it was asserted that the limitations added by the previous amendment are not 
supported by the Specification. 

The limitations added by the previous amendment have now been deleted. 

Claims Rejections - 35 USC § 103 

Claims 1-2, 4-9, 11-19, and 21 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Published Patent Application No. 2002/0169840 to Sheldon, et al. 
(hereinafter Sheldon), and in view Non-Patent Literature "RE: too many n Out of Office 
AutoReply" by Lemson (hereinafter Lemson) and in further view of U.S. Patent No. 
6,393,494 to Dieterman (hereinafter Dieterman). Claims 3 and 10 were rejected under 35 
U.S.C. § 103(a) as being unpatentable over Sheldon in view of Lemson and Dieterman, 
and in further view on Non-Patent Literature "Managing instant messaging users" by 
Boyce (hereinafter Boyce). 

Although Applicants respectfully disagree with the rejections, Applicants have 
amended the claims so as to expedite prosecution of the present application by 
emphasizing certain aspects of the invention. However, such amendments should not be 
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interpreted as the surrender of any subject matter, and Applicants expressly reserve the 
right to present the original version of any of the amended claims in any future divisional 
or continuation applications from the present application. 

Applicants have amended independent Claims 1, 8, and 15 to further emphasize 
certain aspects of the invention. As discussed herein, the claim amendments are fully 
supported throughout the Specification. No new matter has been introduced by the claim 
amendments. Independent Claim 17 has been cancelled. 

Aspects of Applicants' Invention 

It may be helpful to reiterate certain aspects of Applicants' invention prior to 
addressing the cited references. One embodiment of the invention, as typified by 
amended Claim 1, is a method of communicating over a communications network. 

The method can include defining a first list specifying one or more electronic 
message sources to which automated reply electronic messages are allowed to be sent, the 
first list being determined by a user of an electronic communication client and stored in a 
first database communicatively linked to the electronic communication client; defining a 
second list specifying one or more electronic message sources to which automated reply 
electronic messages are allowed to be sent, the second list being determined by a system 
administrator and stored in a second database communicatively linked to the electronic 
communication client and to an electronic communication server; and defining a set of 
rules specifying which one of the first list and the second list dominates in an event of a 
conflict. 

The method also can include receiving an electronic message from a source; 
comparing the source of the received electronic message with the sources in the first and 
second stored lists; sending an automated reply electronic message if the source matches 
a source in both the first and second lists; not sending an automated reply electronic 
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message if the source does not match any source in the first and second lists; and 
determining whether or not to send an automated reply electronic message using the set 
of rules specifying which one of the first list and the second list dominates in an event of 
a conflict if the source only matches a source in one of the first and second lists. 
See, e.g., Specification, paragraphs [0018], [0023] and [0033] - [0036]. 

The Claims Define Over The Prior Art 

Sheldon discloses a method and system for providing e-mail communication, 
which allows users to create multiple inboxes, read boxes, and send boxes of a root e- 
mail directory to easily sort and control their e-mail flow. The users can dynamically 
create multiple e-mail addresses and access mail from all the addresses from a single user 
interface. The system of Sheldon allows a user to dynamically generate "suffix" mail 
accounts with corresponding suffix mail folders for their root e-mail account. Clearly, 
Sheldon concerns sorting and managing received e-mails using suffixes and sub- 
directories, which has nothing to do with the subject matter of the present invention, 
namely sending out-of-office auto-reply message only to the email addresses specified in 
a predetermined list. 

Paragraph [0047] of Sheldon describes that a user can control the acceptance of e- 
mail from a particular e-mail address or a particular domain name using a list of 
"accepted" e-mail addresses or domain names. However, a list of "accepted" e-mail 
addresses or domain names is different from a list specifying one or more electronic 
message sources to which automated reply electronic messages are allowed to be sent in 
the sense of the present invention. It is noted that an e-mail address may be in the list of 
"accepted" e-mail addresses, but not necessarily in the list of e-mail addresses to which 
an auto-reply message is allowed to be sent. In other words, a user may wish to receive 
messages from a particular e-mail address and decide what to do after reading the e-mail 
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messages, but not to send an auto-reply message to this e-mail address to reveal the user's 
information or confirm the validity of the user's e-mail address. 

Lemson discloses that the administrator is able to set a policy of "no out-of-office 
messages to random people on the Internet, but does allow them to go to our certain 
partners." However, Lemson does not disclose defining a first list by the user and a 
second list by the administrator and defining a set of rules specifying which one of the 
first list and the second list dominates in an event of a conflict, as recited in independent 
Claims 1, 8, and 15 of the instant application. 

The other cited references do not make up for the deficiencies of Sheldon and 
Lemson. 

Accordingly, the cited references, alone or in combination, fail to disclose or 
suggest each and every element of Claims 1, 8, and 15, as amended. Applicants therefore 
respectfully submit that amended Claims 1, 8, and 15 define over the prior art. 
Furthermore, as each of the remaining claims depends from Claim Claims 1, 8, or 15 
while reciting additional features, Applicants further respectfully submit that the 
remaining claims likewise define over the prior art. 

Applicants thus respectfully request that the claim rejections under 35 U.S.C. § 
103 be withdrawn. 

CONCLUSION 

Applicant believes that this application is now in full condition for allowance, 
which action is respectfully requested. Applicant respectfully requests that the Examiner 
call the undersigned if clarification is needed on any matter within this Amendment, or if 
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the Examiner believes a telephone interview would expedite the prosecution of the 
subject application to completion. 

Respectfully submitted, 
AKERMAN SENTERFITT 



Date: May 28, 2008 /Richard A. Hinson/ 

Gregory A. Nelson, Registration No. 30,577 

Richard A. Hinson, Registration No. 47,652 

Yonghong Chen, Registration No. 56,150 

Customer No. 40987 

Post Office Box 3188 

West Palm Beach, FL 33402-3188 

Telephone: (561) 653-5000 
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